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REMARKS 

ApplicanthasthoroughlyconsideredtheExaminer'sremarks^ 
appUca.cn for further examinat ion. Claim 49 has been canceled, and clauns 18, 28, and 47 ^ve 

Office acnon(*enumerals^^ 
paragraphs of the Office action). 

Response to Claim Rejection under 35 O.S.C. § 102(b) 

1 .2 Claims 18-23 stand rejected under 35 U.S.C. § 102(b) as being anticipated by 
Bergsman e. al. (U.S. Paten, No. 5,568,53..). A claim is anticipated only if each and every 
Jen, as set for* in .be Cairn is disclosed, either expressly or inherent* - a smgte pnor ar, 
Terence' Applicant aubrahs that eachaod every e.emen, as se, for* m merged clangs no, 
found, either expect or inherently. » d» Bergsman reference. Tbns, the Bergsman reference 
does not anticipate the claims. 

The Examiner argues mat Bergsman e« al. disclose »« ««-«r»<»a/.r recortog and 
s,,«n S «««<. »«s«g«* m m — <™ system coupUd to . 

— T as so, form in claim 18. In particular, me Exammer asserts that 
sya.cm300of.he Bergamo raferance, which mc,ude S aprocesso,310,amemoo 
Iphone message arorage driver 325, and an interface card 320, curresponds to tire WRs^n 
^mdmc.a.mlS.Bn.AppU^.noteamatevenifmeBe^snreferenced.sclosessuchan 

IVR system, i, is m entirely sUen, aa » an end-uaer apparatus ma. indudes «,~ « 
M*. The, is, even though sysfcm 300 oftite Bergsman mference includes the ptoc«so 

nonemel.ee is still merely a meaaage storage system drat stoma an audio message on behalf of a 
message sender for delivering the audio message to ha intended recipient a. a later rime. In 

^Veriegaa, Bros., Inc. y.UMon Oil Co. ofCal, 814 F.2d 628, 631 (Fad. Or. 1987). 
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contrast, the apparatus recited in claim 18 is an end-user apparatus that is intended for end-users 
(for example, senders) to record and send an audio message. 

The only end-user device disclosed in the Bergsman reference is a telephone used by, for 
example, a telephone user 350. This telephone of the Bergsman reference is a conventional 
telephone that does not include a processor, a memory device, computer instructions stored « 
the memory device, a microphone, and an interface. In fact, the Bergsman reference "requires ^ 
the recipient to be able to control his or her experience by way of generating recognizable tones, 
to other words, the only end-user device disclosed by Bergsman et al. is a touch-tone telephone, 
thus eliminating any possibility that Bergsman et al. contemplate an end-user device that has a 
processor, a memory device, computer instructions stored in the memory device, a 

microphone, and an interface. 

To more clearly set forth the invention, claim 1 8 has been amended to recite that an 
audio message is transmitted through the communication network to the IVR system for 
delivery to a recipient via a remote device specified in a profile of the recipient. Applicant 
submits that neither Bergsman et al. nor other references cited by the Examiner disclose that a 
^cipient may specify in his or her profile a remote device to receive an audio message. 

In light of the foregoing, Applicant submits that Bergsman et al. fail to disclose each and 
every element of claim 18. And claim 18 is believed to be allowable over the cited art. 

Claims 19-23 depend from claim 18 and are believed to be allowable over the prior art 
for at least the same reasons that claim 18 is allowable over such art. 

Response to Claim Rejection under 35 U.S.C. § 103(a) 

3 -4 Claims 1-17 and 27 stand rejected under 35 U.S.C. § 103(a) as being unpatentable 
over Bergsman et al. in view of Picard et al. (U.S. Patent No. 6,233,318) and in further view of 
Groner (U.S. Patent No. 6,507,643). With regard to claim 1, the Examiner argues that the 
Groner reference teaches a user profile for an intended recipient that specifies one or more 
communication devices by which such Mended recipient should receive delivery or 
notification of voice messages directed to such intended recipient. Applicant respectfully 
disagrees. The Groner reference discloses nothing more than a speech recognition system as 
applied to voice and electronic message mailing. (Groner, Abstract). Particularly, the Groner 
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refere^e only teach* that after an audio message from a caller is received, a text message O. * 
aerated and sen. to an intended recipient's e-mail address. l»-r.««4 Even thou* 
to Gmner reference discloses "subscriber profile utibtmation." Appticun. nous tat the profile 
information of the Oroner reference is merely used to •WMf] times of me day or wee. at 
which voice mail message* are to be converted into .etc and sent to [. recipient] as e-matl 
messages." (Groner. col 9, line, 36-39). The Groner reference is entirely ailent as to a user 
profile specifying one or more commoner. teVcesfor receive ieWery or noiificoton of 
voices messages. 

In addition, the essence of the Examiner's position relates to the argument tot ,t would 
be obvious ,0 apply tire teachings of Bergsman e, al. that relate to providing an intended recpren. 
with options as to when he or she wiH hear a voice message, to tire totally unrelated system and 
method of Picard e, al. renting .0 access of mrtiumedia mailboxes, and to the totally unrelated 
systemandmetirodofGronerrelatingtospeechrecognition. Thus, the three references 
primarily cited by the Examiner are a mere aggregation baaed on hindsight analysis of the chum. 
No reference suggests the applicability of Picard e, rd. or Groner to an Mt system as recited by 
ctoim 1 . Without such a teaching, tire obviousness rejection Wis short and must be wHhdrawn. 
Tribe question is whether there is something in the prior art as a whole to suggest the 
desirAilW.andthustireobviouaness.ofmakingtbecombination."' As has been shown, the 
. non-analogous teachings of tire prior art relate to different fields of endeavor and are directed to 
entirely different problems. Therefore, nothing in the cited references suggests then- 

combination. t r 

In light of the above, Applicant submits that Bergsman et al. in combxnanon with Picard 
et al. and Groner fail to teach each and every element of claim 1. And claim 1 is believed to be 
allowable. 



» See In re Oetiker, 977 F.2d 1443, 1447 (Fed. Cir. 1992) ("There must be some reason, 
suggestion, or motivation found in the prior art whereby a person of ordinary skill in the field of 
the invention would make the combination. That knowledge can not come from the applicant's 

invention itself")- rc a 

» lindemann MascHinenFatrick GMBH v. Am. Hoist & Derrick Co., 730 F.2d 1452, 1462 (Fed. 

Cir. 1984). 
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Claims 2-17 depend from elaim 1. Therefore, claims 2-17 should be allowable for at 
least the same reasons that claim 1 is allowable over such art. 

Claim 27 depends from claim 1 8 and is believed to be allowable for at least the same 
reasons that claim 18 is allowable over such art. 

S. Claim 24 stands rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Bergsmanet al. in viewof Angus (U.S. Patent No. 6,538,561). AppUcant respectfully disagrees. 
Specifically, the Angus reference teaches nothing more than a ^Wwd^-**^ 
longdistance links that are subject to toll charges. Applicant does not understand how such 
reduction or minirmzation of long distance links would relate to the Bergsman reference's 
teaching of providing an intended recipient with options as to when he or she will hear a voice 
message. The non-analogous teachings of the prior art relate to different fields of endeavor and 
are directed to entirely different problem, Thus, nothing in the cited references suggests then 

combination. ^ , „ , . 

manycase, claim 24 depends from claim 18. Accordingly, claim 24 should be allowable 

for at least the same reasons that claim 1 8 is allowable over such art. 

6 Claims 25-26, 28-37, 47-48, 50, and 55-58 stand rejected under 35 U.S.C. § 103(a) as 
being unpatentable over Bergsman et al. in view of Picard et al. Regarding claims 25-26 
Applicant notes that they depend from claim 1 8. Therefore, claims 25-26 are believed to be 
allowable for at least the same reasons that claim 18 is allowable over such art. 

Regarding claim 28, the Examiner argues that the Picard reference discloses recording 
and sending an audio message using a computer device having a microphone and a network 
interface Applicant has amended claim 28 to recite that an audio file is communicated to a 
recipient via a remote device specified in a profile oftHe recipient. As discussed withregard to 
claim 1 above, Applicant submits that none of the references cited by the Examiner ^closes a 
profile that specifies a remote device to receive an audio file. Thus, claim 28, as amended, is 

believed to be allowable over such art. 

Claims 29-37 depend from claim 28 and are believed to be allowable for at least the same 

reasons that claim 28 is allowable over such art. 

Regarding claim 47, the Examiner argues that Picard et al. disclose sending an electronic 
n.essagematmcludesahyperlinktoastoredvoicemessag. Claim 47, as amended, now rectfes 
"receiving information from the intended recipient specifying a device through nhtch the 



PAGE 14/1 6 * RCVD AT «1 1^2004 5:00:04 PM lEastem Daytight rimel * SVR:USPT0-EFXRF-1/1 * DHIS:8729314 * CSID:3145881357 * DURATION (mm«s):04-58 



ttAY-11-2004 TUE 04:08 PM sUgER POWERS LEAVITT FAX NO. 31^81357 



P. 15 



MS# 183195.01 (4967) 
14 " PATENT 



, • ■ i desires to receive the voice message, contacting the device specific by the 
^ reCVten [ ZTZvZZ nice .essage to the intend recipient through the 

column 4, lines 26-45, « H ^ >e ^ delive ring the voice message to the intended recipient 
claim 47 is believed to be allowable over such art. 

claim <♦/ is u*- TKArAftwe claims 48 and 50 should be 

Claims 48 and 50 depend from claim 47. Therefore, clauns 4 

allowable based on their dependency from claim 47. lines 21 -41 

contamaca ^ ait 

on their dependency from claim 55. 
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Conclusion 



• The other referent made of record and not relied upon are cumulafivc and no more 
rel ^ to d«refe^. a Wy^iMby^Ex^.Th«,>e ra end«4cU ta . 

distineuish over the prior an and are patentable. 

, « U m that a ft. and complete response has been made to the Office aehon and . 
«h, pUces me app.ie.fion in condition for ahowsnce. Such sllowance is hereby respect,* 
JL. If me Examiner fee., for tmy reason, ma, a person* tnmrvtev, wu> e*ped,,e me 
prosecufion of mis application, he is invited to telephone fire undent 

Any required fees or ov«payments should be applied to Deposu Account No. 19-1345. 

Respectfully submitted, 




Robert M. Bain, Reg. No. 36,736 AerVBT 
SlGER, POWERS, LEAVITT & ROEDEL 
One Metropolitan Square, 1 6th Floor 
St. Louis, Missouri 63102 
314/231-5400 
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